IN THE H GH COURT OF JUDI CATURE AT BOVBAY
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NOTI CE OF MOTION NO.  OF 2006
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Nai k i/b.M.Ameet Naik of Naik, Naik, lyer & Co.
for the Plaintiffs.

M.1.M Chagla, Senior Advocate with M. A ay Vaziran
with M. Christabel Afonso i/b. Ms.Hariani & Co.
for Defendant Nos.1l, 2 and 4.

M .Rahul Chitnis with M.Basant Tril okani i/b.Basant
Tril okani & Co. for Defendant No. 3.

M .D.J. Khanmbatta with M.H N Thakore & Ms. Agnes

Bareda i/b.Ms.Thakore Jariwala & Associates for
Def endant No. 5.

CORAM :  S.J. VAZIFDAR J.
CORAM :  17TH COCTCBER, 2006

P.C

The suit is filed for a declaration that the
Plaintiffs are the owners of all rights, including
copyright in respect of the nusical works, including
t heme nusic/score and nusic including for two songs,
"Yeh Mera Dl and ‘Khai ke Pan Banaraswal a’ . The

Plaintiffs have al so sought a declaration that they



are entitled to special rights in respect of the
said nusical work. By the present application the
Plaintiffs seek inter-alia an injunction restraining
the Defendants fromrel easing a film*®Don” which
cont ai ns t he said two songs and the t heme
nmusi c/ scor e. The filmis a remake of an earlier

filmby the same nane which was rel eased in 1978.

2. The Plaintiffs contend that Plaintiff No.1 and
one Kalyanji were the authors and owners of the
copyright in respect of the music in the film*Don’
whi ch was produced and released in 1978, by
Ms. Nariman Fil ns. Plaintiff Nos.2 to 6 are the
heirs of one Kalyanji. For convenience, | wll
refer to Plaintiff No.l1 and Kalyanji as the

Pl aintiffs.

3. Separate but simlar undated contracts were
entered into by Ms.Nariman Films with Plaintiff
No.1 and the said Kalyanji. The undated agreenents,
obviously entered into sonetine in 1978, are

i nportant and read as under : -

"Dear Sir:

Wth reference to the talk the
under si gned had with you, we have to
record the follow ng arrangenents



1. That you have agreed to work as
a Msic Director for our entire
picture tentatively titled as DON
Starring Amtabh Bachchan, Zeenat
Aman & Pran directed by Chandra
Bar ot .

2. That we have agreed to pay to
you a sumof Rs.20,000/- (Rupees
Twenty Thousand only) as |unpsum
remuneration for your work in our
entire picture. The anount wll be
paid to you in suitable instalnents
according to the progress of the
pi cture.

3. That you will be paid Royalty of
1 1/4% on the earnings of the
records.

4. That you have agreed to pay your
| ncone- Tax and ot her Taxes on your
total income including the above
remunerati on di rect to t he
Governnent Authorities concerned.

5. Al'l other Terms and Conditions
will be as prevailing as the Film
Tr ade.

Pl ease confirmthe above by signing
her eunder . "

4. M . Tul zapurkar, the |earned Senior counsel,
appearing on behalf of the Plaintiffs contended that
the Plaintiffs were the joint authors of the said
nmusical works and that they continued to be the
owner of all rights including the copyri ght

inter-alia in the said two songs.

5. | amnot inclined to grant any ad-interimrelief



for nore than one reason.

6. Firstly, there has been gross delay and | aches
on the part of the Plaintiffs. | hasten to add that
it is not nerely on the ground of delay that this
application is rejected. The delay has, in fact,
lead to the Defendants altering their position to
their detrinment. The grant of any interim reliefs
t oday, woul d undoubtedly cause themirreparable |oss

and injury.

7. The film is scheduled to be released wthin
three days. It has been produced at a cost of about
Rs. 100 Crores. Al t he usual arrangenents

preparatory to its release are in place.

8. Def endant No. 2 caused prom nent public notices
to be issued on 19.3.2005 and 30.4.2005 in a trade
magazi ne. The public notice dated 19. 3. 2005
expressly stated the subject to be the acquisition
of the copyrights and related rights, inter-alia, in
the musical works, including songs, in and to the
H ndi FilmDON, nmeaning thereby, the original film
‘Don’. This is clear froma reference to the actors
in the film The operative part of the public

notice further states that Defendant No.2 was in the



process of finalising the acquisition on an

unencunbered, unfettered and unrestricted basis an

excl usive license, wi t hout any l[imtation,
inter-alia, in respect of the nusical and artistic
wor k, including the songs recorded in the original
film

The notice further states that Ms. Nariman Fil ns
claims to be the first and original owners, authors
and sole producers. Simlarly, Defendant No.2 al so
acquired various rights in respect of the original
filmfromvarious other parties, including Defendant
No.5 and one Ms.Baba Arts Ltd. for the purpose of

using the film

9. M . Tul zapurkar stated that the Plaintiffs had
not seen the aforesaid public notices. It is
difficult to accept this contention. Firstly, the
two notices were expressly referred to in the
Def endant’ s Advocate’s reply dated 13.10.2006 to the
Plaintiff’s notice dated 10.10.2006. There is not a
word in the plaint that the Plaintiff’'s attention
had not been invited to the said public notices.
The public notices were issued over a year and a
hal f ago. The Plaintiffs chose not to take any

action to date. To grant any ad-interim orders



today, would inter-alia, in view of the fact that
the filmis due to be released in three days, cause

irreparable harmand injury to the Defendants.

10. It also appears the release of the film has
been extensively advertised. The Plaintiff’s case
itself is that the newfilmis nothing but the
remeke of the old film They ought therefore to
have been aware of the fact that the nusic in the

old filmwould be used in the new film

11. M . Tul zapur kar stated that Defendant No.l1 may
have m ssed the pubic notice and the advertisenents.
He stated that Plaintiff No.1l has not been invol ved
in the profession for about 10 years. The
subm ssion however is contrary to the very first
instance in the plaint to the effect that Plaintiff
No.1 <carries on his profession as a music conposer

and is a renowned nusi c conposer.

12. On the other hand, a refusal of ad-interim
reliefs will cause the Plaintiffs no harmor injury.
The Plaintiff’s only concern even prior to the
filing of the suit was to recover royalty. Thi s
appears to be so fromthe docunents tendered by

M . Khanbatta, on behalf of Defendant No.5 (Sare Ganma



India Ltd.). Plaintiff No.1l conpl ai ned about not
being informed by Defendant No.5 on an earlier
occasion in respect of another incident regarding

royal ty al one.

13. M . Tul zapur kar subm tted that the sai d
agr eenent bet ween M s. Nari man Films and t he
Plaintiffs were contracts for services and not
contracts of service. The Defendants would not
therefore be entitled to rely upon section 17(c) of

t he Copyright Act.

14. To say the least, the Plaintiff’'s case is not
as clear as the Plaintiff makes it out to be.
Firstly, in view of the agreenents entered into by
the Plaintiffs with Ms.Nariman Filns, it cannot be
said with any degree of certainty that the contracts
were not contracts of service but were only contract
for services. The Plaintiffs were required to work
as Misic Directors for the entire picture. They
were renunerated for the same. It is difficult to
state at this stage that wupon affidavits being
filed, the Defendants will not be able to establish
the other ingredients necessary to indicate the
contract to be one of service. It would be hardly

fair to expect themto do so three days before the



rel ease of the film

15. Secondly, M. Chagla, the | earned Senior Counsel
appearing on behalf of Defendant Nos.1l, 2 and 4
submtted that the Plaintiff’s case would also be
covered by section 17(b) of the Copyright Act. He
relied wupon the judgnment of the Suprene Court which
was also relied upon by M. Tul zapurkar, in the case
of Indian Perform ng Ri ght Society Ltd. v. Eastern
India Mtion Picture Association & Os., AIR 1977
Suprene Court, 1443. It would be convenient here to
set out the paragraphs 15 and 17 of the judgnent

whi ch are as under

"15. The interpretation clause (f)
of Section 2 reproduced above, which
is not exhaustive, |eaves no room
for doubt when read in continuation
with Section 14(1)(c)(iii) that the
term "ci nemat ograph filnf includes a
sound track associated with the
film In the [ight of t hese
provisions, it cannot be disputed
that a "cinematograph filnm is to be
taken to include the sounds enbodi ed
in a sound track which is associ ated
with t he film Section 13
recogni ses ‘cinematograph filnm as a
distinct and separate cl ass of
‘“work’ and declares that copyright
shal |  subsi st therein throughout
| ndi a. Section 14 which enunerates
the rights that subsist in various
cl asses of works nment i oned in
Section 13 provides that copyright
in case of aliterary or nusical
work nmeans inter alia (a) the right



to performor cause the performance
of the work in public and (b) to
make or authorise the making of a
cinematograph film or a record in
respect of the work. It also
provi des that copyright in case of
ci nemat ograph fil m neans anong ot her
rights, the right of exhibiting or
causing the exhibition in public of
the cinematograph film i.e. of
causing the film insofar as it
consists of visual images to be seen
in public and insofar it consists of
sounds to be heard in public.

Section 13(4) n which M Ashok Sen
has | eaned heavily in support of his
contentions |lays down t hat t he
copyright in a cinematograph film or
a record shall not affect the
separate copyright in any work in
respect of which or a substanti al

part of which, the film or as the
case my be, the record is made.

Though a conflict may at first sight
seem to exist between Section 13(4)
and Section 14(1)(a)(iii) on the one
hand and Section 14(1)(c)(ii) on the
ot her, a close scrutiny and a
har moni ous and rational instead of a
nmechani cal construction of the said
provi sions cannot but lead to the
irresistible conclusion that once
the author of a lyric or a nusical

work parts wth a portion of his
copyright by authorising a film
producer to nmake a cinenmatograph
film in respect of hi work and
t her eby to have hi s wor k
i ncorporated or recorded on the
sound track of a cinematograph film

the latter acquires by virtue of

Section 14(1)(c) of the Act on
conpl etion of the cinematograph film
a copyright which gives him the
excl usive right inter alia of

performng the work in public i.e.

to cause the filminsofar as it

consi sts of visual images to be seen
in public and insofar as it consists
of the acoustic portion including a
lyric or a nusical work to be heard
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in public w thout securing an
further permssion of the author
(conposer) of the lyric or nusica

work for the performance of the work
in publi c. In other words, a
distinct copyright in the aforesaid
circunstances cones to vest in the
ci nematograph filmas a whol e which
in the words of British Copyright
Commttee set wup in 1951 relates
both to copying the filmand to its
performance in public. Thus if an
author (conposer) of a |lyric or
nusi cal wor k aut hori ses a
ci nemat ograph film producer to nake
a cinematograph filmof his conposit
on by recording it on the sound
track of a cinematograph film he
cannot conpl ain of the infringenent
of his copyright if the aut hor
(owner) of the cinematograph film
causes the lyric or nusical work
recorded on the sound track of the
film to be heard in public and
nothing contained in Section 13(4)
of the Act on which M Ashok Sen has
strongly relied can oper at e to
affect the rights acquired by the
aut hor (owner) of the filmby virtue
of Section 14(1)(c) of the Act. The
conposer of a lyric or a nusical

wor k, however, retains the right of
performng it in public for profit
otherwwse than as a part of the
ci nemat ograph filmand he cannot be

restrained fromdoing so. |n other
words, the author (conposer) of a
lyric or nusi cal work who has

aut hori sed a cinematograph film
producer to nmake a cinenmatograph
film of his work and has thereby
permtted him to appropriate his
work by incorporating or recording
it on the sound track of a
ci nematograph filmcannot restrain
the author (owner) of the filmfrom
causing he acoustic portion of the
filmto be perforned or projected or
screened in public for profit or
from meki ng any record enbodyi ng the
recording in any part of the sound
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track associated wth the film by
utilising such sound track of from
comuni cating or authorising the
comuni cati on of the film by
radi o-di ffusion, as Section 14(1)(c)
of the Act expressly pernmts the
owner of the copyright of the

cinematograph filmto do all these
t hi ngs. In such cases, the author
wrongful |y appropriate anyt hi ng

whi ch bel ongs to the conposer of the
lyric or mnusical work. Any other
construction would not only render
the expresses provisions of clauses
(f), (m, (y) of Section 2, Section
13(1)(b) and Section 14(1)(c) of t
(owner) of the cinematograph film
cannot be said to e Act otiose but
woul d al so defeat the intention of
the Legislature, which in view of
t he growi ng inportance of t he
cinematograph film as a powerful
medi a of expression, and the highly
conpl ex technical and scientific
process and heavy capital outlay
involved in its production, has
sought to recognise it as a separate
entity and to treat a record
enbodying the recording in any part
of the sound track associated wth
the film by utilising such sound
track as sonething distinct from a
record as ordinarily understood."”

"17. This takes us to the core of
the question, nanely, whether the
producer of a cinematograph film can
defeat the right of the conposer of
music ... or lyricist by engaging
hi m The key to the solution of
this question lies in provisos (b)
and (c) to Section 17 of the Act
reproduced above which put t he
matter beyond doubt. According to
the first of these provisos viz.
proviso (b) when a cinenatograph
film producer conm ssions a conposer
of nmusic or a lyricist for reward or
val uabl e consi deration for t he
pur pose of making his cinenatograph
film or conposing nusic or lyric
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t her ef or i.e. t he sounds for
incorporation or absorption in the
sound track associated with the
film which as already indicated,
are included in a cinemat ograph
film he becones the first owner of
t he copyright therein and no
copyright subsists in the conposer
of the Ilyric or nusic so conposed
unless there is a contract to the
contrary between the conposer of the
lyric or music on the one hand and
the producer of the cinenatograph
filmon the other. The sane result
fol | ows accordi ng to af oresai d
proviso (c) if the conposer of nusic
or lyric is enpl oyed, under a
contract of service or
apprenticeship to conpose the work.
It is, therefore, crystal clear that
or lyricist can be defeated by the
producer of a cinematograph filmin
the manner laid down in provisos (b)
and (c) of Section 17 of the Act.
W are fortified in this view by the
decision in Wallerstein v. Herbertl
relied wupon by M Sachin Chaudhary
where it was held that the nusic
conposed for reward by the plaintiff
in pursuance of his engagenent to
give effect to certain situations in
the drama entitled "Lady Andley’s

Secret”, which was to be put on the
stage was not an i ndependent
conposition but was nmerely an

accessory to and a part and parcel
of the drama and the plaintiff did
not have any right in the nusic.”
(enmphasi s suppli ed)

16. Prima-facie, it appears that M.Chagla' s
reliance upon paragraph 17 of the judgnent is well
f ounded. It is admtted that the songs were not
conposed independently of the film They were

conposed only for the filmand, at the instance of
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the producer Ms.Nariman Filnms. Ms.Nariman Filns
conmi ssioned the Plaintiffs as Music Directors, who,
in turn, conposed the musi c for val uabl e
consi derati on. Ms.Nariman Filnms therefore becane
the first owners of the copyright therein and no
copyri ght subsisted in the Plaintiffs. Thi s,
therefore, is a case in which the observations in
paragraph 16 of the judgnment apply. Paragraph 15
deals with the right of a nusic conposer who has
aut horised the producer of the filmto nake a film

of his work. This is not the case here.

17. The Plaintiffs have not contended that there
was any agreenent to the contrary. Even if they
did, the onus of establishing the same would be on

t hem

18. This is not a case where the songs were
conposed by the Plaintiffs earlier or independently
of the filmand the contracts were entered into by
the Plaintiffs with the producers of the filmto use

their songs for the film

19. Paragraphs 21 and 23 of the concurring judgnent
of Krishna lyer, J. are of no assistance to the

Plaintiffs. They expressly recogni sed the right of
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the conposer except where there is a special
provision "such as" in section 17, proviso (c). I
do not read the judgnent as suggesting that section
17, proviso (c) is the only exception. Indeed, it
cannot be so. For apart from the use of the
expression "such as", the |earned Judge has, at the
outset, made it clear that the judgnent of Jaswant
Si ngh, J. is on behalf of the Court. As stated
earlier, in paragraph 17, Jaswant Singh, J. has
expressly dealt with the rights of the cinematograph

filmproducer under section 17(b).

20. The judgnent in the case of Gee Pee Filns Pvt.
Ltd. v. Pratik Chowdhury, AIR 2002, Calcutta, 33,
is of no assistance to the Plaintiffs either. The
case dealt with non-fil msongs and the Court cane to
the conclusion that there was no contract of

enpl oynment between the parti es.

21. That the Plaintiffs did not retain the
copyright is also clear fromclause 3 of the undated
letters viz. the contracts between M s.Narinman
Filmse and the Plaintiffs. Under clause 3, the
Plaintiffs are entitled to royalty of one and a

quarter per cent each.
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M . Khanbatta has produced a conpilation of

docunents, which indicate that the royalty has, in
fact, been paid fromtinme to tine. VWhat is of
crucial inportance is the fact that not only were

the Plaintiffs paid royalty in respect of the
earnings of the records consisting of the music used
in the filmbut also in respect of the wutilisation
of the said nusical works in other forms, including
ring tones for nobile telephones. The Plaintiffs
have, accepted paynent thereof, forwarded under
cover of detailed statenents indicating the sane.
| ndeed, these are facts which ought to have been

di sclosed by the Plaintiffs in the plaint.

22. 1t is not necessary for ne to deal with all the
ot her docunments which M. Khanbatta has produced.
Suffice it to state, that Defendant No.5 had also

asserted its rights a few nont hs ago.

23. In view of the aforesaid facts, the bal ance of
convenience is also clearly in the Defendant’s
favour. The Plaintiffs can al ways be conpensated by

way of damages.

24. Especially at the ad-interimstage, there is

nothing to indicate that the ingredients of section
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57 exi st.

25. In the circunstances, ad-interimorder refused.

Notice of Mdtion is made returnable in nornal

course.



